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94 S.0. 576, 38 L,Ed.2d 472 (1973). Accord- 
ingly, the absence of even one lement and 
its equivalent function of a claimed inven- 
tion places the accused device outside the 
coverage of the claims. 

[6] Having previously determined that 
clause (P) is an essential part of claim 1, 
and that plaintiff has failed to show that 
the accused devices have a probe of reduced 
cross-sectional area, it must be concluded 
that plaintiff has failed to establish in- 
fringement of not only independent claim 1, 
but also of dependent claims 2-10. 

CONCLUSION OF LAW 
The court concludes as a matter of law 
that claims 1-10 of the patent In suit are 
not inf ringed by defendant Plaintiff, ac- 
cordingly, is not entitled to recover and its 
petition is therefore dismissed. 



Application of Robert N- JOHNSON and 
Alford GL Farhham. 

Patent Appeal No. 76-G4& 

United States Court of Customs 
and Patent Appeals. 

June 16, 1577, — 

The Patent and Trademark' Office 
Board of Appeals affirmed rejection of var- 
ious claims in application, Serial No. 230.- 
091, for "Polyarylene Poly/ethers," and ap- 
peal was taken. The Court of Customs and 
Patent Appeals, Markey, C. held that: 

(1) subject matter embraced by certain 
claims was definite and claims set out and 
circumscribed particular area with reasona- 
ble degree of precision and particularity; 

(2) . claims were improperly rejected as 
broader than the enabling disclosure; (3) 
fact that applicant deleted certain com- 
pounds from protection sought and claimed 
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less than full scope of disclosure did not 
render application insufficient under stat- 
ute relating to specification- 
Reversed. 

Lane, dissented in part and filed 
opinion. 



L Patents *=»1<U<6) 

Under statute providing that specifica- 
tion shall conclude with one or more claims 
particularly pointing out and distinctly 
claiming subject matter which the applicant 
regards as his invention, inquiry is whether 
claims do, in fact, set out and circumscribe 
particular area with reasonable degree of 
precision and particularity; definiteness of 
language employed must be analyzed, not 
in a vacuum, but always in light of the 
teachings o^the prior art and of the partic- 
ular application disclosure as .it would be 
interpreted by one possessing the ordinary 
level of skill in the pertinent art. 3S U-S- 
OA 7 § 112. 

'■V 

2. Patents <t=»99 v 

For purpose of statute relating to spec- 
ification, undue breadth is not "indefinite- 
35 U-SXUL § 112. 

See publication Words and Phrases - 
for other judicial constructions and 
definitions. ""■ " 7 



X Patents 



>101(4) 



Claim language must be read in light 
of the specification as it would be interpret- 
ed by one of ordinary skill in the 'art. ^ .35 

u.s.c.a1 § 112. : , YCj- 

."V * " • * ■ .t - 

4- Patents 101(5) 

Subject matter embraced by jdalms re- 
lating to polyarylene polyether. polymers set 
out and circumscribed particular areaiwith 
reasonable degree of precision and "particu- f§ 
larity. and thus rejection of claims under 
statute requiring specification" Ito "conclude ^ 
with one or more claims particularly point- ^ 
ing out and distinctly claiming subje^.toiaj-^ 
ter which applicant regarded as bisXnv^n*,.* 
tion was unwarranted, 35 UJS.CA^§ 
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5w Patents *=99, 101(1) 

It is the function of the specification, 
not the claims, to set forth the practical 
limits of operation of an invention; one 
does not look to the claims to find out how 
to practice the invention they define, but to 
the specifications. 35 U-&.CJL § 112: 

G. Patents 101(3) 

Specification as a whole must be con- 
sidered in determining whether scope of 
enablement provided by specification is 
commensurate with scope of the elaims* 35 
U.SXXA. § 112. 

7. Patents <*=101(5) 

To provide effective incentives, claims 
must adequately protect inventors; to de- 
mand that the first to disclose shall limit his 
claims to what he has found will work or to 
materials which meet the guidelines speci- 
fied for "preferred'* materials in a process 
would not serve constitutional purpose of 
promoting the progress in the useful arts. 
g* r a 35 U.S.OA- § 112L 

■A Paterits «=»99 
. . For purpose of claims relating to polya* 
j*. trylene polyether polymers, specification sat* 
l^isfied statutory requirements that specifica- 
;7j;Uon contain concise written description of 
^invention so as to enable any person skilled 
tin the. art to make and. use the invention 
H"! specification set forth best mode 
^contemplated by inventor of carrying out 
^hb invention. 35 U.S.CJL § 112. 

.JPafents «=109 
|^&Fact\that applicants excluded from 
igmal claims two species specifically dis- 
in 1963 application did not render 
jjosnre insufficient, under statute relat- 
[^;<apwfication, for "limited genus" 
( Where claim was otherwise entitled to 
fi^of* 1%3 filing date and where appli- 
merely narrowed their claims to 
Kpjd^iaving them read on a lost interfer- 
>nt 85 U-S.OA. § 112. 

???^S* »nd 6S-67 stand allowed. A 
i W reconsideration was denied by" the 

flinkages in the general formula are 
jer linkages. 



APPLICATION OP JOHNSON 

10. Patents <fc=>98 

It is for the inventor to decide what 
bounds of protection he will seek, 35 U-S 
OA. § 112. 



Bobert C Brown, New York City. Aldo J. 
Cozzi, Union City, N- attorneys of record, 
for appellants; James C Arvantes, Ailing- 
ton, Vsl, of counsel. 

Joseph F. Nakamura, Washington, D. C, 

for the Commissioner of Patents; Henry W. 

Tarring, II, Washington, D. C„ of counsel- 
Before MAJRKEY, Chief Judge, and 

RICH, BALDWIN, LANE and MILLER, 

Judges. 

MARKET, Chief Judge. 

This appeal is from the decision of the 
Patent and Trademark Office (PTO) Board 
of Appeals affirming the rejection under 35 
U£.C. §§ 102 or 103 (the rejection also 
raises a written description issue under 35 
U.S.C. § 112. first paragraph) of claims 1-9, 
64, and 68-70 and the rejection under 35 
UJLC- § 112, first paragraph (enablement) 
and second paragraph (iadefiniteness), of 
claims 64 and $8-72 in appellants' applica- 
tion No. 230,091 filed February 28y 1972 
(the 1972 application) for "Polyarylene Po- 
iyethers." 1 The 1972 application is a con- 
tinuation-in-part of three earlier applica- 
tions, the earliest being application No. 
295,519 fued July 16, 1963 (the 1963 applica- 
tion). We reverse. 

The Invention 
The invention is in the field of polymer 
chemistry and more specifically relates to 
linear thermoplastic polyarylene polyether 
polymers composed of recurring units hav- 
ing the general formula O-E-O-E* 

where 0 represents an oxygen atom, 1 E 
represents the residuum of a dihydrlc phe- 
nol 3 compound, and E* represents the resid- 

3- A dihydric phenol is a type of aromatic Or- 
ganic compound in which two hydroxy (OH) 
groups are attached directly to a benzene ring. 
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uutn of a benzenoid impound having one 
or more inert electron withdrawing groups * 
m the ortho 5 or para* positions to the 
valence bonds and where both E and ET are 
bonded to the ether oxygens through aro- 
matic carbon atoms. 

Appellants describe a method of synthes- 
izing these polymers by reacting a double 
alkali metal salt of a dihydric phenol with a 
d&halobenzenold compound in the presence 
of certain solvents under substantially an- 
hydrous reaction conditions. 

The 1972 application includes the follow- 
ing disclosure with respect to the electron 
withdrawing group found in E' and in the 
E' precursor compound, that is, in the com- 
pound which is the predecessor of E' in the 
above general formula (we have designated 
paragraphs [A] and [B] and have added 
emphasis thereto): 

Any electron withdrawing group can be 
employed as the activator group in these 
compounds* It should be, of course, inert 
to the reaction, but otherwise its structure 
is not critical- Preferred are the strong 
activating groups snch as the sulf one group 
O 

f-S-) bonding two halogen substituted 
* II 
O 

benzenoid nuclei as in the 4^4^dicMoro- 
diphenyi sulfone and ^4'^ifluorodiphenyl 
sulfone. although such other strong with- 
drawing groups hereinafter mentioned can 
also be used with equal ease. 

The more powerful of the electron 
withdrawing groups give the fastest reac- 
tions and hence are preferred. It is far- 
ther preferred that the ring contain no 

4_ aa electron withdrawing group is a substitu- 
ent which withdraws electrons from the aro- 
matic ring to which tt 15 attached. 

Sw An aromatic ring bearing subsequent* on ad- 
jacent carbon atoms is calted ortho substituted. 

e. An aromatic ring bearing substituents on op- 
posite carbon atoms is called para substituted, 

7- Appellants* brier specifically reFers to one of 
the publications cited {CfeemJ**v- 53. 222 
[1953]) and states that its author (Jaffe) defines 



electron supplying groups on the same 
benzenoid nucleus as the halogen; how. 
ever, the presence of other groups on the 
nucleus or in the residuum of the com- 
pound can be tolerated. Preferably, all 
of the substituents on the benzenoid no* 
cleus are either hydrogen (zero electron 
withdrawing], or other groups having a 
positive sigma * value, as set forth in JJ, 
Bunnett in Chemltev, 49 273 (1951) and 
Quart Rev., 12, 1 (1958). See also Taft, 
Scene Effects in Organic Chemistry, John 
Wiley & Sons (1956), chapter 13; GhenL 
ftrc, 53 P 222; JACS, 74, 3120; and JACS, 
75, 4231* 

The electron withdrawing group of the 
dihalobenzenoid compound can function 
either through the resonance of the aro- 
matic ring, as indicated by those groups 
having a high sigma* value, Le., above 
about +0.7 or by induction as in perfluo- 
ro compounds and like electron sinks. 
[A] 

Preferably the activating group should 
have a high sigma* value, preferably 
above 1J0, although sufficient activity to 
promote the reaction is evidenced in those 
groups having a sigma value above 0,7. 
although the reaction rate with snch a 
hw powered electron withdrawing group 
may be somewhat low* 

The activating group can be basically 
either of two types: 

(a) monovalent groups that activate 
one or more halogens on the same ring as 
a nitro group, phenylsulfone. or alkylsul- 
fone. cyano, trifluoromethyl, mtroso, and 
hetero nitrogen as in pyridine! 

the sigma * value as a "special substituent con- 
" stant" for the "Haramett equation" which is an 
empirically derived formula intended to show a 
general quantitative relation between the na- 
ture or a given substituent and the reactivity of 
a side chain. Thus* sigma* values 'are based 
on experimental data and they measure the 
"activation energy" of a given substituent 
(electron withdrawing group). 
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(b) divalent group [sic] which can activate 
displacement of halogens on two different 
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O 

II 

" rines, such as the sulfone group -S-; the 

0 

carbonyi group -C-; the vinyl group 
H ° 
I " 

-C = C-; the sulfoxide group -S-; the 
I 

H 

azo-group -N — the saturated fluorOr 
carbon groups -CP^F 2 - ; organic phos~ 

II L . 

pWne oxides -P-; where R is a hydro- 

R . 

carbon group, and the ethylidene group 
X-C-X 

_C — where X can be hydrogen or halogen 
or which can activate halogens On the same 
ring such as with dffluorobenzoquinone, 1,- 
4- or 1.5- or ljB-dlfluoroanthraquinoiie. 

[B] 

Those skilled in the art will understand 
thai a plurality of electron withdrawing 
groups may be employed if desired, in- 
cluding electron withdrawing groups hav- 
ing a sigma *. value befow about + 0.7 
provided the cumulative sigma* influ- 
ence on each of .the reactive halogen 
groups of the hsUohenzenoid compound is 
at least about +<3t7. . 

The Disclosure and Prosecution History of 
the 1963 Application . 
To understand the written description is- 
sue in this appeal, it is necessary to summa- 
rize the disclosure and prosecution history 
of the 1963 application. The 1963 appBca- 
tion described (and claimed) in haec verba a 
genus of' polymers as defined by the above 
general formula. That application stated; 
The high molecular weight polyarylene 
polyethers of the present invention are 
the linear thermoplastic reaction products 
of an alkali metal double salt of a dihy- 
dric phenol and a dihalobenzenoid com- 
pound. Characteristically, this polymer 
has a basic structure composed of recur- 
ring units having the formula 



-O-E-O-E-- 
wherein E is the residuum of the dihydric 
phenol and is the residuum of the 
benzenoid compound, both of which are 
valenily bonded to the ether oxygen 
through aromatic carbon atoms, as here- 
inafter more fully discussed. Polymers 
of this type exhibit excellent strength 
and toughness properties as well as out- 
standing thermal, oxidative and chemical 
stability. 

The 1963 application then discussed the 
identity of E and the £' precursor com- 
pound, that is, the compound which is the 
predecessor of £ in the general formula. It 
stated: 

The residuum £ of the dihydric phenol 
of these alkali metal salts is not narrowly 
criticaL It can be, for instance, a mono- 
nuclear phenylene group as results from 
hydroquinone and resorcinol. or it may be 
a di- or polymiclear residuum. 'Likewise 
it is possible that the residuum be substi- 
tuted with other inert nuclear substitu- 
ents such as halogen, alkyi alkoxy and 
like inert substituents. 

* • • • * • 

Such dinuclear phenols can be charac- 
terized as having the structure: 



HO (Ar-R- Ar)OH 

wherein Ar is an aromatic group and 
preferably is a phenylene group, Y and 
Yj can be the same or different inert 
substituent groups as alkyl groups having 
from 1 to 4 carbon atoms, halogen atoms, 
I e. fluorine, chlorine, bromine or iodine, 
or alkoxy radicals having from 1 to 4 
carbon atoms, r and z are integers having 
a value from 0 to 4, inclusive, and R is 
representative of a bond between aromatic 
carbon atoms as in dihydroxydiphenyl, 
or is a divalent radical, including for 

O 
II 

example, inorganic radicals as — C — „ - O — , 
-S-, -S-S-, -S0 2 -, and divalent 
organic hydrocarbon radicals - such as 
alkylene, alkylidene, cycloaliphatic, or the 
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halogen, alkyl, aryl or like substituted 
nlkylene, alkylidene and cycloaiiphatie 
radicals as well as alkalicyclic, alkarylene 
and aromatic radicals and a ring fused to 
both Ar group[a). • 

The application then mentioned by name 
some fifty specific dihydric dinudear phenol 
(bistfhenol) compounds which could be the E 
precursor compound. The application fur- 
ther stated: 

A preferred form of the polyarylene 
polyethers of this invention are those pre- 
pared using the dihydric polynuclear phe- 
nols of the following four types, including 
the derivatives thereof which are substi- 
tuted with inert aubstituent groups 



(a) 




in which the R group represents hydro- 
gen, lower alkyl, lower aryl and the halo- 
gen substituted groups thereof, which can 
be the same or different. 




Turning to the identity of the E'precur- 
sor compound, the application stated: 

Any dihalobenzenbid compound or mix- 
ture of dihalobenzenoid compounds can 
he employed in this invention which com* 
pound or compounds has the two halo- 
gens bonded to benzene rings having an 
electron ' withdrawing group in at least 
one of the positions ortho and para to the 

8. The -S02- finking group in Species [1] Is 
talkd a sulfone group. 

Su The -CO- linking group in specks [21 is 
called a carbonyl group. 



halogen group. The dihalobenzenoid 
compound can be either mononuclear 
where the halogens are attached to the 
same benzenoid ring or ^polynuclear 
where they are attached to different ben- 
zenoid rings, as long as there is the acti- 
vating electron withdrawing group in the 
ortho or para position of that benzenoid 
nucleus. 

The 1963 application also included a dis- 
cussion of the electron withdrawing group 
that was substantially the same as the para- 
graphs quoted above from the 1972 applica- 
tion. 

The 1963 application contained twenty- 
six "examples** disclosing in detail the phys- 
ical and chemical characteristics of fifteen 
species of polyarylene polyethers. One of 
the species was the polymer composed of 
these recurring structural units (which we 
designate as species [ID- * 

0 

Another species disclosed was the polymer 
composed of these recurring structural 
units (which we designate as species [ZQ: 9 

[2] 

-^-<^<^ 

Appellants' 1963 application became in- 
volved in a three-party interference 1 * 
which resulted in an award of priority ad- 
verse to appellants from which they did not 
appeal. 11 The sole count of the interference 
recited species (XJ. 

10. Interference No. &5£07, declared February 
17. 1967, 

11. Another party did appe*L See Vogtl v. 
Jooe* 488 F24 1068, 179 USPQ 425 (Cast- & 
Pat.App.lS73). 
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After their involvement in the interfer- 
ence ended, appellants filed the 1972 appli- 
cation, and they sought broad claims which 
-would at the same time exclude the subject 
matter of the lost count. 

The Claims 

, Claim 1, now on appeal, is illustrative of 
the group of claims (claims 1-9, 64. and 
68-70) which seek to exclude the subject 
matter of the lost count and which are 
involved in the 35 U_S-d §§ 102 or 103 
rejection: 

1- A substantial]/ linear thermoplastic 
polyarylene potyether composed of recur- 
' ring units having the general formula: 

—4- O-E-O-E' 



where E is the residuum of a dihydric 
phenol and E r b the residuum of a ben* 
zenoid compound having an inert electron 
withdrawing group in one or more of the 
positions ortho and para to the valence 
bonds having a sigma * value above about 
+ 0.7, and where both of said residuum 
{sic, residua] are valently bonded to the 
ether oxygens through aromatic carbon 
atoms with the provisos that E and E' 
may not both include A divalent sulfone 
group and may not both include a diva- 
lent carbonyl group linking two aromatic 
nuclei. [Emphasis added.] 

The first "proviso" in claim 1, that "E 
and E / may not both include a divalent 
sulfone group," excludes species [1], the 
species of the lost count The second "pro- 
viso," that W E and * * * may not 
both include a divalent carbonyl group" 
excludes species [2), which appellants state 
b "analogous" or "equivalent" to species 

Claims 64 and 71 are illustrative of the 
group of claims (claims 64 and 68-72) re- 
jected under U-S.C. § 112. first and 
second paragraphs: 

12. The provisos actually exclude more than 
species [1] and [2 J. For example, polymers 



64. A substantially linear thermoplas- 
tic polyarylene polyether composed of re- 
curring units having the general formula: 

— (- O-E-O-E' 
where E is the residuum of a dihydric 
phenol and E" is the residuum of a ben- 
zenoid compound having one or more in- 
ert electron withdrawing, groups in at 
least one of the position [sic, positions] 
ortho and para to the valence bonds hav- 
ing a sigma * value sufficient to activate 
a halogen atom and where both of said 
residuum (sic, residua] are valently bond- 
ed to the ether oxygens through aromatic 
carbon atoms with the provisos that E 
and may not both include a divalent 
carbonyl group linking two aromatic nuc- 
lei* [Emphasis' added-] 

7L The process for preparing substan- 
tially linear polyarylene polyethers which 
comprises reacting substantially equimo- 
lar amounts of an alkali metal double salt 
of a dihydric phenol with a dihalobenzen- 
oid compound having halogen atoms acti- 
vated by an inert electron withdrawing 
group in at least one of the positions 
ortho and para to the halogen atom, un- 
der - substantially anhydrous conditions 
and in the liquid phase of an organic 
solvent having the formula: 




in which R represents a member of the 
group consisting of monovalent lower hy- 
drocarbon groups free of aliphatic unsat- 
uration on the alpha carbon atom and, 
when connected together represents a di- 
valent alkylene group, and Z is an integer 
from 1 to 2 inclusive. [Emphasis added-] 

The Rejections 
The sole reference relied upon by the 
examiner and the board is; 
NetherUada 6,408,130 January IS, 1965 

similar to species [1] and [2J but having substi- 
tuted ring structures are also excluded. 
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Claims 1-9, 64, and 68-70 were rejected 
under 35 HS.G. §§ 102 or 103 as unpatent. 
able in view of the Netherlands patent, 
which b a foreign-filed counterpart of ap- 
pellants' 1963 application. 

Before the PTO. appellants conceded that 
the invention was fully disclosed in the 
Netherlands patent However, appelate 
contended that the claims are entitled to 
the benefit of the 1963 filing date under 35 
U-S.C. 5 120," and therefor© the Nether- 
lands patent ia not available as a prior art 
reference - 

The examiner and the board were of the 
view that the claims are not entitled to the 
1963 filing date because the presently 
claimed subject matter is not "described" in 
the 1363 application as required by the first 
paragraph of 35 U-S.C- § 112l m As ex- 
plained by the board: 

The question determinative of the issue 
at hand is thus whether or not appellants 
are entitled to the filing date of their 
parent application Serial No. 295,519, u, 
July 16, 1963. An answer to this question 
quite obviously depends on what b the 
invention defined by the instant dam*. 
It b the same as the one disclosed in [the] 
parent case or does it differ therefrom in 
a manner which precludes the instant 
claims from being afforded the filing 
date of the parent case? 

Under the rationale of the CCPA as set 
forth in In re JVeZstea* 463 FJBd 1110, 59 
CCPA 1105. 174 USPQ 449 (compare also 
/„ ^ Ltfkaeh et aJ, 442 R2d 967, 58 
CCPA 1233, 169 USPQ 795, and In re 
Smith Rift 458 F-2d 1389.59 CCPA 1025. 

13. § 120. Benefit of earlier filing date in the 
United states. 

An application for patent for an invention 
disclosed in the manner provide* by the first 
iTrssrVb of section H2 of this title in in 
Vpp^tion previously Sled in the United Sta J 
by the same inventor shall haw the same ef- 
fect zs to such invention, as though Bled ©a 
the date of the prior application, if filed before 
the patenting or abandonment of or tenruna* 
tion of proceedings on the fin* application or 
on >n application snarly entitled to the bene- 
fit of the fifing date of the first application and 
if it contains Of Is amended to contain a speaf- 



173 USPQ 579), which we deem control- 
ling, we are constrained to conclude that 
the present claims are not entitled to the 
filing date of appellants' parent case Seri- 
al No. 295,519. The claims at issue con- 
tain provisos that E and may not both 
include a divalent sulfone group and may 
not both include a divalent carbonyl 
group linking two aromatic nuclei the 
artificial subgenus thus created in the 
claims is not described in the parent case 
and would be new matter if introduced 
into the parent case. It is thus equally 
"new matter " i matter new to the 
present application for which no anteced- 
ent basis exists in the parent case. Con- 
sequently, appellants are not entitled to 
rely on the filing date of their parent 
case to support a new subgenus for which 
no basis exists in the parent case. The 
reason why appellants now limit their 
claims to exclude those species eliminated 
by the provisos. L e. f loss in an interfer- 
ence, is manifestly immaterial. 

Having reached the conclusion that ap- 
pellants are not entitled to the filing date 
of their parent case for the subject mat- 
ter defined by the present claims which 
delineate a new subgenus not described in 
the parent case, it follows that the Neth- 
erlands patent is a Talid reference which, 
by appellants 1 own admission, fully meets 
the claims. The indicated rejection of 
claims 1-9, 64 and 68-70 under 35 U3.C. 
102 as unpatentable over the Netherlands 
patent is thus affirmed- The alternative 
reliance by the Examiner on Section 103 
is inconsequential, Section 102 of the stat- 
ute being the epitome of Section 103. In 

ic reference to the carte* filed application. 
[Emphasis added.] 
14. § 112. Specification. 

The specification shall contain a j*rritt«i de- 
saipOon of tbe invention, and of the manner 
and process of making and using it. m such 
/uff, clean concise. and exact terms as to enable 
any person sfcilfed in the art to wnfen it per- 
tains, or with which it is most nearly connect- 
ed, to make and use the same, and shall set 
forth the best mode contemplated by the inven- 
tor of carrying out his invention, [emphasis 
added.] 
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re Pearson, (Cust & PatApp.), 494 F-2d 
1399, 181 USPQ 641- 
Claims 64 and 68-72 were rejected under 
85 U-S-C. *§ 112. first and second para- 
graphs. In his Answer, the examiner stat- 
ed that the claims were rejected under 
§ 112, first paragraph, for "being broader 
than the enabling disclosure" and under 
S 112, second paragraph, 15 for being "broad- 
er than the express limitations disclosed as 
defining the invention." The examiner said 
the "specific deficiencies of the claims and 
disclosure 7 * are that the expression *to acti- 
vate a halogen" (claim 64) is "indefinite" 
because "it does not specify toward what 
the activation is" and that "[Qhe express 
disclosure is clearly limited to the sigma * 
value recited in claim 1, for example: see 
[[A] and PH." 

In affirming the examiner on these rejec- 
tions, the board stated: 

Further, claims 64 and 68-72 stand fi- 
nally rejected under 35 UiUX 112 as be- 
ing broader than the enabling disclosure 

(first paragraph) and broader than the 

express limitations disclosed as defining 

the invention (paragraph two). 
It is the Examiner's position that "to 

activate a halogen atom" (claim 64) is 

indefinite and that the disclosure also is 

Kmttod to dihalobenzenoid compounds not 

broadly merely "activated by an inert 

electron withdrawing group" (claims 68- 
'■ 72) but the activation must have a sigma 

* value above about +0.7. 
We agree with this rejection. The 

specification makes it quite clear that a 

minimum sigma * activation value of the 

halogen atoms is required (note especially 

[IAJJ) and an undefined sigma* value 

thus lacks the requisite preciseness com- 
mensurate with the enablement of the 

disclosure. 
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15. § 112. Specification. 



The specification shall conclude with one or 
more claims particularly pointing out and dis- 



OPINION 

L The Rejections of Claims €4 and 
68-72 MiKfer §112 

Claims 64 and 68-72 were rejected under 
both the first and second paragraphs of 35 
ILS.C. § 112. 

[1] We begin with the rejections under 
the second paragraph of § 112. - As stated 
in In re Moore. 439 F.24 123% 1235, 58 
CCPA 1042, 1046-1047. lfid USPQ 236, 238 
(1971): 

Any analysis in this regard should begin 
with the determination of whether the 
claims satisfy the requirements of the 
second paragraph. • * * 

This first inquiry therefore is merely to 
determine whether the claims do, in fact, 
set out and circumscribe a particular area 
with a reasonable degree of precision and 
particularity. It is here where the defi- 
niteness of the language employed, must 
be analyzed— not in a vacuum, but al- 
ways in light of the teachings of the prior 
art and of the particular application dis- 
closure as it would be interpreted by one 
possessing the ordinary level of skill in 
the pertinent art. [Footnote omitted.] 

The examiner's § 11% second paragraph, 
rejection was premised on. the general 
ground that the claims are "broader than 
the express limitations disclosed as defining 
the invention" and on two specific grounds: 
(a) that the expression "to activate a halo- 
gen atom" is "indefinite" because "it does 
not specify toward what the activation is;" 
and (b) that "[tjhe express disclosure is 
clearly limited to the sigma * value recited 
in claim 1, for example: see ([A] and [BB-" 
The board affirmed and stated: "an unde- 
fined sigma * value thus lacks the requisite 
preciseness • • (Emphasis added,) 

Ground (a) focuses on the specific phrase 
"to activate a halogen atom." But the lan- 
guage is found only in daim 64, not in 
claims 68-72. Claim 68 recites M a dihalo- 
benzenoid compound having halogen atoms 
activated by an inert electron withdrawing 
group/' and claims 71 and 72 have a similar 
recitation. (Claims 69 and 70 depend from 

linctly claiming the Subject matter which the 
applicant regards as his invention. 



5 
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claim 68,) Those recitations dearly specify 
"toward what the activation is," as the ex- 
aminer would require. Ground (a), there- 
fore, lacks merit with respect to claims 68- 
12. 

[2] Product cbim 64 M defines the com- 
plete polymer structure by describing the 
constituents partially in terms of their 
functions in the reaction and by their link- 
age into the end-product polymer. The 
specification provides further guidance on 
the meaning of the E* term: 

It is seen also that as used herein, the 
E* term defined as being the "residuum 
of the benzenoid compound" refers to the 
aromatic or benzenoid residue of the com- 
pound after the removal of the halogen 
atoms on the benzenoid nucleus. [Em- 
phasis added.} 
It is also clear from the specification as a 
whole, that two keys to the polymerization 
reaction are inert electron withdrawing 
groups particularly positioned on the ben* 
zenoid nucleus and a cumulative sigma* 
value attributable to those withdrawing 
groups which is sufficient to activate a hal- 
ogen atom on that nucleus. If the sigma * 
value is not sufficient to activate a halogen 
atom on the benzenoid nucleus, the reaction 
will not take place and the polymer will not 
be made. See in re Angstadt, 537 Y2A 498, 
l90USPQ214(Cust & PatApp.1976)- The 
specification adequately details which sig- 
ma • values are sufficient to carry out the 
reaction, and any person skilled in the art 
would immediately recognize from the 
above-quoted portion of the disclosure or 
the specification as a whole that the halo- 
gen atom mentioned in claim 64 was on the 
benzenoid nucleus prior to the reaction. It 
is dear that those skilled in the art would 
have no trouble ascertaining whether any 
particular polymer falls within the scope of 

1 &. Claims 66-70 are product-by-process claims, 

17. We do not speculate on whether or not the 
claim would he unduly broad if the questioned 
limitation Wert removed. But undue breadth is 
not indefiniteness. In re Borkowski, 422 F.2d 
904. 57 CCPA 946. 164 USPQ 642 (1970). This 
claim Is deBnite either with or without Che 
phrase "to activate a halogen atom." 



daim 64. See In re Goffe, 526 R2d 1393, 
188 USPQ 131 (Cust&PatApp.l975). The 
questioned limitation is merely surplusage, 
since the claim would be definite with or 
without it M 

[3,4] The point made by the board, that 
"an undefined sigma* value* lacks "pre- 
ciseness/* is also unsound. 18 Claim lan- 
guage must be read in light of the specifica- 
tion as it would be interpreted by one of 
ordinary skill in the art In re Moore, su- 
pra. As pointed out above, those skilled in 
the art wOl be able to determine immedi- 
ately from appellants* detailed specification 
what level of activation (L e* sigma * value) 
is necessary to practice the invention. Cf. 
In te Mattison, 509 F2d 563, 184 USPQ 484 
(Cust. & PatApp.1975). We conclude that 
the subject matter embraced by claims 64 
and 68-72 is definite and that the claims set 
out and circumscribe a particular area with 
a reasonable degree of precision and partic- 
ularity. In re Angstadt, supra; In re SkoU, 
533 F.2d 1392, 187 USPQ 481 (Cust & Pat 
App-1375); In re Watson, 517 R2d 465, 186 
USPQ 11 (Cust. & PatApp.1975); In re 
Moore, supra. Therefore, the rejection of 
claims 64 and 68-72 under the second para- 
graph of 35 U&G. § 112 is reversed. 

The examiner's' general ground and his 
ground (b) raise a lack of enablement issue 
properly arising under the first, not the 
second, paragraph of § 112. Ground (b) 
simply supplies the examiner's reasoning in 
support of the rejection of the claims under 
§ 112, first paragraph, as "broader than the 
enabling disclosure.* 

As appellants state, the crux of this lack 
of enablement rejection is that although the 
specification describes how the halogen at* 
oms bonded to the diahalobenzenoid com- 
pound (the E' precursor compound) must be 
activated in order for polymerization to ee- 
ls. Jit re Merat 519 F.2d 1390, 166 USPQ 471 
(Cust & Pat^pp-1975). cited be the Solicitor, 
affirmed a £ 112, second paragraph, rejection 
because the same word ("normal") was used m 
the claims in one sense and m the specification 
in a different sense, thus rendering toe claims 
Indefinite. There is nothing aJoa to the AfcnC 
situation here. 
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cur, the claims at issue do not recite a 
numerical definition of the degree of acti- 
vation (a minimum sigma * value) required 
from the electron withdrawing group. The 
PTO position is that the claims must recite 
a minimum sigma * value in order to con- 
form the scope of the claims to the scope of 
enablement provided by the specification. 
The PTO relies on statements [A] and [B] to 
prove that the scope of enablement provid- 
ed by the specification b not commensurate 
with the scope of the claims. 

[5] First, we note that it is the function 
of the specification, not the claims, to set 
forth the "practical limits of operation" of 
an invention. In re flajner. 305 R2d 505, 
509,49 CCPA 1243, 1248, 134 USPQ 343, 846 
(1962). One does not look to claims to find 
out how to practice the invention they 
define, but to the specification, In re Rob- 
erts, 470 F-2d 1399, 1403, 176 USPQ 3 13, 315 
(Oust & PatApp.1973); In re Foetterer, 
319 P.2d 259. 50 CCPA 1453, 138 USPQ 217 
(1963X 

[61 Second, we note that the specifica- 
tion as a whole must be considered in deter- 
mining whether the scope of enablement 
provided by the specification is commensu- 
rate with the scope of the claims. In re 
Moore, supra, 439 F^d at 1235, 58 CCPA at 
1047, 169 USPQ at 238-39. 

The present specification includes broad 
statements such as: "Any electron .with- 
drawing group can be employed as the acti- 
vator group in these compounds.** The 
specification also discusses preferred em* 
bodiments. alternative embodiments, and 
the practical limits of operation. 

Statement [A] describes preferred embod- 
iments and practical limits of operation. It 
says that electron withdrawing groups hav- 
ing a high sigma • value ("preferably above 
LO") are preferred and that the practical 
limit of operation of the polymerization re- 
action is reached when the electron with- 
drawing group has a sigma * value of 0.7 
(at that value the reaction rate a may be 
somewhat low**). 



Statement [B] describes an alternative 
embodiment ("a plurality of electron with- 
drawing groups 1 *) and the practical limit of 
operation for this embodiment It states 
that the cumulative sigma* influence 
should be "at least about +0.7." 

[7,8) The PTO would limit appellants to 
claims reciting a sigma * value of at least 
0.7. This view is improper because it re- 
quires the .claims to set forth the practical 
limits of operation for the invention and it 
effectively ignores the scope of enablement 
provided by the specification as a whole; 
As we said in In re Goffe, 542 F-2d 56i, 5G7, 
191 USPQ 429, 431 (Cnst & PaLApp.1976): 
fTjo provide effective incentives, claims 
must adequately protect inventors. To 
demand that the first to disclose shall 
limit his claims to what he has found will 
work or to materials which meet the 
guidelines specified for "preferred'" mate- 
rials in a process such as the one herein 
involved would not serve the constitution- 
al purpose of promoting progress in the 
useful arts. See In re Fvetterer, 310 
FM 259, 265, 50 CCPA 1453, 1462, 138 
USPQ 217, 223 (1963). [Footnote omit- 
ted.] 

The rejection of claims 64 and 68-72 un- 
der the first paragraph of 35 U.S.C. § 112 is 
reversed 

IL The Rejection of Claims 1-9, 64, and 
68-70 Under § 102 or § 103, Raising 
Issues Under § 112 and § 120 

[9] We are convinced that the invention 
recited in claim 1 is "disclosed in the man- 
ner provided by the first paragraph of sec- 
tion 112" in the 1963 application and that 
claim 1 is therefore entitled to the benefit 
of the 1963 filing date* The only inquiry 
is whether, after exclusion from the origi- 
nal claims of two species specifically dis- 
closed in the 1903 application, the 1963 dis- 



19* AppePants have not argued Che claims separately, thus, claims 2-8. 64, and 66-70 stand or 
Call with claim L 
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closure satisfies § 112, First paragraph, for 
the "limited genus" now claimed. 

While the board found that "no anteced- 
ent basis exists in the parent case*' for the 
•'limited genus" in claim 1. we see more 
than ample basis for claims of such scope. 
The 1963 disclosure is clearly directed to 
polymers of the type claimed. Fifty specif- 
ic choices are mentioned for the E precursor 
compound, a broad class is identified as 
embracing suitable choices for the E* pre- 
cursor compound, and twenty-six "exam- 
ples" are disclosed which detail fifteen spe- 
cies of polyarylene polyethers. Only four- 
teen of those species and twenty-three of 
the "examples" are within the scope of the 
claims now on appeal. Two of the many 
choices for E and E* precursor compounds 
are deleted from the protection sought, be- 
cause appellant is churning less than the full 
scope of his disclosure. Bat, as we said in 
In re Wertheim, 541 P.2d 257, 263, 191 
USPQ 90, 97 (Cost & PatApp-1976): 
Inventions are constantly made which 
turn out not to be patentable, and appli- 
cants frequently . discover during the 
course of prosecution that only a part of 
what they invented and originally 
claimed is patentable. 
[10] It is for the inventor to decide what 
hounds of protection he will seek* In re 
Saunders; 444 F2A 599, 607. 58 GCPA 1316, 
1327, 170 USPQ 213, 220 (1971). To deny 
appellants the benefit of their grandparent 
application in this case would, as this court 
said in founders i 
* * * let form triumph over sub- 
stance, substantially eliminating the right 
of an applicant to retreat to an otherwise 
patentable species merely because he er- 
roneously thought he was first with the 
genus when he filed. 

The board cited as "controlling" the deci- 
sions of this court in In re Welste&d, 463 
F^d 1110, 59 CCPA 1105, 174 USPQ 449 
(1972): Id re Lukach, 442 FM 967. 58 
CCPA 1233, 169 USPQ 795 (1971); and In 
re Smith, 458 F-2d 1389. 59 CCPA 1025, 173 

20. Appellants refer to the subject matter recit- 
ed In daim 1 as a "limited genu*-" The board 
called It an -artificial subgenus." We use ap- 



USPQ 679 (1972). Those decisions, because 
of important factual distinctions, are not 
controlling. 

In We/stead the applicant was attempt- . 
ing to introduce into his claims a new sub- 
genus where " * * * the specification 

• • w contained neither a description 

• • • of the [subgenus] * ♦ * nor 
descriptions of the specks thereof amount- 
ing in the aggregate to the same thing 

• * Webtead conceded the absence 
from his disclosure of compounds of the 
•"second type" within the new subgenus. 
Webtead is thus dearly distinguishable 
from the present case, in which appellants' 
grandparent application contains a broad 
and complete generic disclosure, coupled 
with extensive examples fully supportive of 
the limited genus now claimed. Indeed; 
Welste&d might have well been cited by the 
board in support of a decision .contrary to 
that reached, in view of what this court 
there implied concerning the possibility that 
"descriptions of species amounting in the 
aggregate to the same thing" may satisfy 
the description requirements of 35 U&C 
§ 112, paragraph one* 

Similarly, in Lukach we noted that 499 m 
the grandparent application here does not 
disclose any defined genua of which the 
presently claimed copolymers are a subgen- 
us." That is not the fact here. Appellants' 
grandparent application clearly describes 
the genus and the two special classes of 
polymer materials excluded therefrom. 

In Smith the applicant sought the benefit 
of his prior application for a broadened 
generic claim, replacing the claim limitation 
"at least 12 carbon atoms * * #, *witha 
new limitation calling specifically for 8 to 
36 carbon atoms, where there was no disclo- 
sure of either the range itself or of a suffi- 
cient number of species to establish entitle- 
ment to the claimed range. Appellants, in 
contrast to the applicant in Smith, are nar- 
rowing their claims, and the full scope of 
the limited genus now claimed is supported 
in appellants' earlier application, generical- 
ly and by specific examples* 

pedants* terminology. Whatever the label, the 
issue is the same. 
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The notion that one who fully discloses, 
and teaches those skilled in the art how to 
make and use, a genus and numerous spe- 
cies therewithln, has somehow failed to dis- 
close, and teach those skilled in the art how 
to make and use, that genus minus two of 
those species, and has thus failed to satisfy 
the requirements of § 112, first paragraph, 
appears to result from a hypertechnlcal ap- 
plication of legalistic prose relating to that 
provision of the statute. All that happened 
here is that appellants narrowed their 
claims to avoid having them read on' a lost 
interference count 

The board indicated that "it is manifestly 
immaterial 17 why appellants limited their 
claims. Though it is true that insufficiency 
under § 112 could not be cured by citing- the 
causes for such insufficiency, it is not true 
that the factual context out of which the 
question under § 112 arises is immaterial. 
Quite the contrary. Here, as we hold on 
the facts of this case, the "written descrip- 
tion" in the 1963 specification supported the 
claims in the absence of the limitation, and 
that specification, having described the 
whole, necessarily described the part re- 
maining The facts of the prosecution are 
properly presented and relied on, under 
these circumstances, to indicate that appel- 
lants are merely excising the invention of 
another, to which they are not entitled, and 
are not creating an "artificial subgenus** or 
claiming "new matter" 

In summary, and for the reasons dis- 
cussed, the rejections of claims 64 and 68- 
72 under § 112, first and second paragraphs, 
.are reversed ; appellants* 1963 disclosure 
satisfied § 112, first paragraph, with re- 
spect to claims 1-9, 64, and 6&-70 and ap- 
pellants are, therefore, entitled to the bene- 

.fit of their 1963 filing date under 35 U.S.C. 

t .§ 12a The Netherlands patent is thus ren- 

t dered unavailable as a prior art reference, 
and the rejection of the claims under 35 

KtJ^C. §§ 102 or 103 is reversed 
-.REVERSED 

. LANE, Judge,, dissenting in part. 

l Y' 1 w "Id affirm the rejection of claims 64 
and 68-72 under § 112, paragraphs 1 and 2, 



because the specification indicates that a 
minimum sigma value of +0.7 is art essen- 
tia/ requisite. These claims fail to recite 
this requisite, thus fail to define appellants* 
invention and are broader than the disclo- 
sure. I concur in reversing the rejection of 
claims 1*9. 



The WELLA CORPORATION, Appellant, 

CALIFORNIA CONCEPT " 
CORPORATION, 
Appellee. 

Patent Appeal No- 77-503. 

United States Court of Customs ' 
and Patent Appeals. 



July 14, 1977. 



Appeal was taken from decision of 
Trademark Trial and Appeal Board dismiss- 
ing appellant's opposition filed against ap- 
plication for registration of trademark for 
men's cologne, men's bairspray, men's hair 
conditioner and men's hair shampoo, and 
denying appellant's petition for cancellation 
of appellees' trademark for hair shampoo 
and men's cosmetics. The Court of Cus- 
toms and Patent Appeals, Miller, J^ held 
that: (1) appellee's marks, when applied to 
respectively described goods P so resembled 
appellant's registered mark as to be likely 
to cause confusion or mistake, or to deceive; 
(2) absence of instances of actual confusion 
was not probative where there had been 
ooly a short period of time in which both 
parties had concurrently enjoyed' commer- 
cial success in their operation, and (3) under 
ciittumstances, appellee would be assessed 
printing costs for certain pages of tran- 
script 

Reversed. 
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TECHNICAL DATA SHEET 
DESCRIPTION: 

A high performance Quinacridone 
pigment which exhibits an 
exceptionally transparent, strong, 
bright, yellowish red shade 

Revised 04-26-2002 
AVAILABLE FORMS: 



Presscake 
Lumps 
High Solids 



X Dry Color 
Dispersions 
Flush 



PRODUCT CODE: 228-0022 

TRADE NAME: SUNFAST* 
Red 19 

COLOUR INDEX: 

CL NAME: Pigment 
Violet 19 
CL NUMBER: 73900 



C.A.S. NUMBER: 1047-16-1 



PROPERTIES 



PHYSICAL 

Oil Absorption 
Surface Area 

DENSITY 

g/ccL49 
lbs/gal 12.43 
kg/liter 1.49 



LIGHTFASTNESS (1-8 SCALE) 



45 

62 m 2 /g 



CHEMICAL (1-5 SCALE) 

Acid 5 

Alkali 5 

Ethyl Acetate 5 

Ethyl Alcohol 5 

Glycols 4 
Lacquer Solvents 4 

Methyl Ethyl Ketone 4 

Mineral Spirits 5 

Water 5 

Xylene 5 



Fulltone 
1-10 Tint 
1-25 Tint 



7-8 
7 
7 



HEAT STABILITY: 260°C (500°F) 

"Although the data supplied above are believed to be correct, the data are presented without any 
representation or warranty concerning the suitability, performance or correctness of the product for a 
particular application or use. Significant variations can occur between test results and results obtained in 
actual use. We strongly advise that before purchase the buyer test the product in the specific intended 
application under conditions expected daring use. Suggestions made by Sun Chemical Corporation are 
our opinion only and there is no warranty of the results to be obtained " . s 
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1. SUBSTANCE/PREPARATION AND COMPANY IDENTIFICATION 



PRODUCT CODE: 228-0022 
CHEMICAL FAMILY: Quinacridone 
PRODUCT DESCRIPTION: Sunfast® RED 19 
PRODUCT NAME; QUINACRIDONE RED 1& 



COLOUR INDEX NAME: Pigment Violet 19 
COLOUR INDEX NUMBER; 73500 



USE DESCRIPTION 

Synthetic organic pigments are found in moet products that are colored, such as 
printing inks, paints, plastics, cosmetics, contact lenses, medical devices, 
crayons, textile fibers t and numerous other applications. 



MANUFACTURER: 

Sun Chemical Corporation 

5020 Spring Grove Ave. 

Cincinnati, OH 45232-1960 

(513) 631-5950 

1-800-343-2583 



EMERGENCY TELEPHONE NUMBERS: 
Transportation; (513) 6A1-5950 Ext. 249 
Product Safety; (513) 6S1-5950 Bxt- 323 



2. COMPOSITION/ INFORMATION ON 

Quinacridone Violet 19 

This product is not considered to be 
OSHA' s Hazard Communication Standard 



INGREDIENTS 

C.A.S.# 1047-16-1 

a hazardous substance as defined under 
(29 CPR 1910.1200) . 



3. HAZARDS IDENTIFICATION 

EMERGENCY OVERVIEW: 
CAUTION! 

When involved in a fire or exposed to high temperatures for an extended period 
of time, organic pigments may smolder or burn evolving noxious fumes which 
can include oxides of nitrogen and carbon, or other toxic compounds. 

Synthetic organic pigments are highly insoluble, chemically inert substances 
which present minimal physical hazards when handled under normal, recommended 
industrial hygiene procedures. 



4. FIRST AID MEASURES 

EYE CONTACT 

Flush eyes thoroughly with large amounts of water for at least fifteen minutes. 
Get medical attention. 

SKIN CONTACT 

wash skin with soap and water. Remove severely contaminated clothing and clean 
before reuse, seek medical attention in the unlikely event that irritation 
occurs . 
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4, FIRST AID MEASURES (Continued) 

INHALATION 

Remove to fresh air. Get medical attention if breathing is difficult. 
INGESTION 

Do not give anything by mouth to an unconscious person, do not induce vomiting. 
Get immediate medical attention. 



FIRE FIGHTING MEASURES 

Nonflammable organic pigment product. 
Extinguishing Media 

Carbon dioxide, dry chemical or foam recommended. Apply water spray to cool 
exposed closed containers. 

Special Fire-Fic?hting Procedures 

Self-contained breathing apparatus (SCBA) and full protective equipment 
recommended. 

Unusual Fire and Explosion Hazards 

Fire or excessive heat may produce hazardous decomposition products. 
General Hazard 

improper handling of any finely divided organic pigment powder may lead to dust 
cloud formation which may be an explosion hazard, 

FLAMMABILITY JQATA 

Flash Point: Non-flammable material 

Flammability Limits : No data 

Autoignition Teraerature: No data 

Dust Cloud Ignition Temperature: No data 

Dust Layer Ignition Temperature: No data 

NFPA RATINGS HMIS RATINGS 

Health: l Health; l 

Flammability; 1 Flammability: 1 

Reactivity: 0 Reactivity: o 



6, ACCIDENTAL RELEASE MEASURES 

Small Spill 

For dry powder spills, inert materials such as sand may be added to control 
dusting prior to cleanup. Industrial grade vacuum sweepers are also 
recommended. Place spilled material into appropriate waste containers for 
disposal. 

Large Spill 

Contain spilled material immediately with an inert substance such as sand or 
earth, use plastic or aluminum shovel to transfer diluted waste material into 
appropriate containers for disposal. 
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6. ACCIDENTAL RELEASE MEASURES (Continued) 

Airborne organic pigment dust may be an explosion hazard. Secure possible 
sources of ignition and avoid dusting. 



7. HANDLING AND STORAGE 

Handling 

Avoid employee exposure through the use of appropriate engineering controls and 
good industrial hygiene practices. 

Storage 

Store in a moderately cool, dry, well-ventilated area away from direct sources 
of heat. Empty containers may contain product residues and should be handled 
appropriately. Position containers so that any labelling information is 
visible - 



8. EXPOSURE CONTROLS /PERSONAL PROTECTION 

Engineering Controls 

The use of local exhaust ventilation is recommended* 
Personal Protection 

NTOSH approved dust respirators are recommended when handling in areas of 
pigment dusting, safety glasses are also recommended, impervious clothing 
should be worn when gross contact is likely, such aB when cleaning up spills of 
large amounts. 

Exposure Limits 

There are no ACGIH tlvs or OSha PEL' s established for this product- 

The OSHA PBk for nuisance dust is 15 mg/m 3 (total dust), and 5 tng/m 3 
(reepirable dust) recommended. The recommended ACGIH TLV for nuisance 
dust is 10 mg/m 3 . 



9. PHYSICAL AND CHEMICAL PROPERTIES 



APPEARANCE: Finely divided powder 

COLOR; Violet/yellowish red 

MELTING POINT: No data 

SPECIFIC GRAVITY; 12-43 lbs/gal 

SOLUBILITY: insoluble 

PERCENT VOLATILE: Negligible 

VAPOR PRESSURE: Not applicable 

BOILING POINT: No data 

MOLECULAR FORMULA: C 20 H 12 N 2 O 2 

VOLATILE ORGANIC COMPOUNDS (VOC's) : None 
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10. STABILITY AND REACTIVITY 

GENERAL^ 

This product is a stable compound and hazardous polymerization will not occur. 
INCQMPATAB I L ITY : 

Avoid strong oxidizing agents such as peroxides, chlorates, perchlorates, 
nitrates, and permanganates . Oxidizing materials may vigorously evolve oxygen 
in large amounts. 

HAZARDOUS DECOMPOSITION PRODUCTS: 

when involved in a fire, burning organic pigments may evolve noxious gases which 
are toxic. These compounds may include carbon monoxide, carbon dioxide, nitrous 
oxides, or hydrogen chloride, depending on the pigment type. 



11. TOXICOLOGICAL INFORMATION 

GENERAL 

Based upon industry-wide experience over many years of manufacturing and 
published toxicological studies, organic pigments in general are 
considered to be practically non-toxic. This low order of toxicity is 
probably due to the fact that pigment b are somewhat inert and 
insoluble substances . 

There are no established TLV's or pel's for dry color organic pigments . 
ACUTE (SHORT-TERM) TOXICITY 

Organic pigments are considered to have very low acute toxicity ratings. 
Available data indicate that these materials are typically non- irritating. 

CHRONIC (LONG-TERM) TOXICITY 

Although there are few published chronic toxicity studies available for 
organic pigments, almost all data indicate these products present no 
mutagenic or carcinogenic risk to man. 

MUTAGENICITY 

Very few pigments have been reported to be mutagenic - 



12. ECOLOGICAL INFORMATION 

Organic pigments, in general, have not been evaluated for their ecotoxicity* 
However, the bio degradation of these colorants under aerobic conditons is 
expected to be poor and there is no evidence to suggest they create any 
significant ecological problems when released into the environment. Since 
organic colorants are generally insoluble compounds, they are believed to have 
minimal bioac cumulation and bioavailablity characteristics. 
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13* DISPOSAL CONSIDERATIONS 

general 

This product must be disposed of in accordance with all applicable federal, 
state and local regulations. 

Waste Management 

Incineration or landfilling are recommended disposal technii^ues. Contact 
the state or local environmental agency for specific rules. 

This product is not identified as a RCRA hazardous waste under 4 0 CFR 261, 
and ie not regulated under CERCLA (Super fund) . 



14. TRANSPORT INFORMATION 



D.O.T. SHIPPING NAME <49 CFR 172.101-102) : Not regulated 

D.O.T. HAZARD CLASS (49 CPR 172 . 101-102) ..... : None 

D r O . T . LABEL , s None 

D.O.T. PLACARD... : None 

BI&L OF LADING DESCRIPTION : Pigments NOI Dry 

CERCLA SUBSTANCE (49 CPR) : Not regulated 

REPORTABLE QUANTITY (RQ) \ : None 

INTERNATIONAL 



UN/NA NUMBER : Not regulated 

IMDG/IACO CLASSIFICATION : Not regulated 

IATA CLASSIFICATION : Not regulated 



15. REGULATORY INFORMATION 

OSHA Hazard Cotnmuni cation Standard Status 

Dry Color pigments are generally not considered to be hazardous substances 
under OSHA's Federal Hazard Communication Standard 29 CFR 1910.1200. 
Toxic Substances Control Act (TSGA) Status 

All of the ingredients of this material have been reported to the U.S. EPA 
and are included in the TSCA chemical inventory. 

CERCLA Reportable Quantity (RO) 
NONE (Not regulated) 

SARA Title III 

Section 302 (EHS) : NONE 

Section 311/312 (Acute) : NONE 

Section 313 7 call for details 

RCRA 

Many dry colore are not regulated as hazardous wastes under RCRA. Contact 
Sun Chemical Corp. for Bpecific product code information. 
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15. REGULATORY INFORMATION (Continued) 

BINECS (European Economic Community) 

All components of this product are on the EINECS list. 



16. OTHER INFORMATION 

For more information contact Product Safety at 

SUN CHEMICAL CORPORATION 
COLORS GROUP 

PRODUCT SAFETY DEPARTMENT 
(513) 681-5950 EXTENSION 323 

MR. JAMES M - WENKER 



the information contained herein is baaed on data considered accurate. However, no warranty iH expressed or implied 
regarding the accuracy of theHe data or the results to be obtained from the use thereof. Sun Chemical Corporation 
assumes no responsibility for personal injury or property damage caused by the material. Users assume all riskB 
associated with the use of the material- 



Received from < 6123051228 > at 12/26/02 7:39:09 PM [Eastern Standard Time] 



(Lasi Page) 



12/26/2002 Id: 58 FAX 61250511 



MUETING RAASCH GEBHARDl 



0044 



Sun Chemical Corporation 



MATERIAL SAFETY DATA SHEET 



Product 228-0044 
Pager 1 

MSDS: 18 Version: 1 
Issue Date: 01/01/02 
Dste: 01/01/02 



1. StJB S TANCE / PREP ARAT I ON AND COMPANY IDENTIFICATION 



PRODUCT CODE: 22A-0044 
CHEMICAL FAMILY: Quinacridone 
PRODUCT DESCRIPTION: Sunfast® RED 19 
PRODUCT NAME: QUINACRIDONE RED 19 



colour index name; pigment Violet 19 

COLOUR INDEX NUMBER i 73900 



USE DESCRIPTION 

Synthetic organic pigments are found in moat products that are colored, such as 
printing inks, paints, plastics, cosmetics, contact lenses, medical devices, 
crayons, textile fibers, and numerous other applications - 



MANUFACTURER : 

Sun Chemical Corporation 

5020 Spring Grove Ave. 

Cincinnati, OH 45232-1960 

(513) 681-5950 

1-S00-343-2SS3 



EMERGENCY TELEPHONE NUMBERS: 
Transportation; (513) 691-5950 Ext. 249 
Product Safety; (513) 681-5950 Ext. 323 



2, COMPOSITION/ INFORMATION ON INGREDIENTS 

Quinacridone Violet 19 C.A.S.# 1047-16-1 

This product is not Considered to be a hazardous substance as defined under 
OSHA'3 Hazard Communication Standard (29 CPR 1910.1200)- 

3* HAZARDS IDENTIFICATION 

EMERGENCY OVERVIEW: 
CAUTION I 

When involved in a fire or exposed to hign temperatures for an extended period 
of time, organic pigments may smolder or burn evolving noxious fumes whicb 
can include oxides of nitrogen and carbon, or other toxic compounds . 



4. FIRST AID MEASURES 

EYE CONTACT 

Flush eyes thoroughly with large amounts of water for at least fifteen minutes. 
Get medical attention. 

SKIN CONTACT 

wash skin with aoap and water. Remove severely contaminated clothing and clean 
before reuse. Seek medical attention in the unliJcely event that irritation 
occurs . 

INHALATION 

Remove to fresh air. Get medical attention if breathing is difficult. 



(Continued on Page: 2) 
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4. FIRST AID MEASURES (Continued) 



INGESTION 

Do not give anything lay mouth to an unconscious person. 
Get immediate medical attention. 



do not induce vomiting. 



FIRE FIGHTING MEASURES 

Nonflammable organic pigment product . 
Extinguishing Media 

Carbon dioxide , dry chemical or foam recommended. Apply water spray to cool 
exposed closed containers. 

Special Fire-Fighting Procedures 

Self-contained breathing apparatus (SCBA) and full protective equipment 
recommended . 

Unusual Fire and Explosion Hazards 

Fire or excessive heat may produce hazardous decomposition products. 
General Hazard 

improper handling of any finely divided organic pigment powder may lead to dust 
cloud formation which may be an explosion hazard. 

FIAMMABILITY DATA 

Flash Point; Non-flammable material 

Flammability Limits; No data 

Autoignition Temerature: No data 

Dust Cloud Ignition Temperature; No data 

Dust Layer Ignition Temperature: No data 

NFPA RATINGS HMIS RATINGS 

Health: l Health- l 

Flammability: 1 Flammability: l 

Reactivity i 0 Reactivity: 0 



6. ACCIDENTAL RELEASE MEASURES 

Small Spill 

For dry powder spills, inert materials such as sand may be added to control 
dusting prior to cleanup. Industrial grade vacuum sweepers are also 
recommended. Place spilled material into appropriate waste containers for 
disposal . 

Large Spill 

Contain spilled material immediately with an inert substance such as sand or 
earth. Use plastic or aluminum shovel to transfer diluted waste material into 
appropriate containers for disposal. 

Airborne organic pigment dust may be an explosion hazard. Secure possible 
sources of ignition and avoid dusting. 
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7. HANDLING AND STORAGE 

Handling 

Avoid employee exposure through the use of appropriate engineering controls and 
good industrial hygiene practices. 

Storage 

Store in a moderately cool, dry, well -ventilated area away from direct sources 
of heat. Empty containers may contain product residues and should be handled 
appropriately. Position containers so that any labelling information is 
visible . 



8. EXPOSURE CONTROLS /PERSONAL PROTECTION 

Engineering Controls 

The use of local exhaust ventilation is recommended . 
Personal Protect ion 

NIOSH approved dust respirators are recommended when handling in areas of 
pigment dusting. Safety glasses are also recommended. impervious clothing 
should be worn when gross contact is likely, such as when cleaning up spills of 
large amounts . 

Exposure Limits 

There are no ACGIH TLV's or OSHA. pel's established for this product * 

The OSHA PEL for nuisance dust is 15 mg/m 3 (total duet) , and 5 mg/m 3 
(respirable dust) recommended. The recommended ACGIH TLV for nuisance 
dust is 10 mg/m 3 . 



9. PHYSICAL AND CHEMICAL PROPERTIES 



APPEARANCE: Finely divided powder 

COLOR: Violet /yellowish red 

MELTING POINT: No data 

SPECIFIC GRAVITY: 1.50 

SOLUBILITY: Insoluble 

PERCENT VOLATILE: Negligible 

VAPOR PRESSURE: Not applicable 

BOILING POINT: No data 

MOLECULAR FORMULA: C 20 H 12 N 2 O 2 

VOLATILE ORGANIC COMPOUNDS (VOC's): None 
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10, STABILITY AND REACTIVITY 

GENERAL: 

This product is a stable compound and hazardous polymerization will not occur. 
INCOMFATABILITY: 

Avoid strong oxidizing agents such as peroxides, chlorates, perchlorates, 
nitrates, and permanganates. Oxidizing materials may vigorously evolve oxygen 
in large amounts . 

HAZARDOUS DECOMPOSITION PRODUCTS: 

When involved in a fire, burning organic pigments may evolve noxious gases which 
are toxic. These compounds may include carbon monoxide, carbon dioxide, nitrous 
oxides, or hydrogen chloride , depending on the pigment type- 



11. TOXICOLOGICAL INFORMATION 

GENERAL 

Baaed upon industry-wide experienca over many years of manufacturing and 
published toxicological studies, organic pigments in general are 
considered to be practically non- toxic. This low order of toxicity is 
probably due to the fact that pigments are somewhat inert and 
insoluble substances. 

There are no established tlvs or pel's for this produce. 

ACUTE (SHORT-TERM) TOXICITY 

This product has a reported acute oral LD S0 value of 5 gm/kg or greater 
in rate. 

Pigment Violet 19 was not considered to be a sensitizer when evaluated in 
the guinea pig maximization test for contact sensitization. 

CHRONIC (LONG-TERM) TOXICITY 

No known published data available. 



MUTAGENICITY 

In vitro screening tests for mutagenicity had reported negative results in 
an Ames Salmonella culture with DMSO solutions or dispersions of commercial 
pigments . 



12. ECOLOGICAL INFORMATION 

This product has not been evaluated for its ecotoxicity. However, the 
biodegredation of organic colorants under aerobic conditions is expected to be 
poor and there is no evidence to suggest they create any significant ecological 
problems when released into the environment- Since organic pigment© are 
generally insoluble compounds, they are believed to have minimal 
bioaceumulation and bioavailablity characteristics. 
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13. DISPOSAL CONSIDERATIONS 

General 

This product must be disposed of in accordance with all applicable federal, 
state and local regulations. 

Waste Management 

Incineration or landfilling are recommended disposal techniques. Contact 
the state or local environmental agency for specific rules. 

This product is not identified as a RCRA hazardous waste under 40 CFR 261 , 
and is not regulated under CERCLA (Superfund) . 



14 ♦ TRANSPORT INFORMATION 

D.O.T. SHIPPING NAME (49 CFR 172.101-102) : Not regulated 

D.O.T. HAZARD CLASS (49 CffR 172.101-102) : None 

D.O.T, LABEL ; None 

D,0,T. PLACARD None 

BILL OF LADING DESCRIPTION : Pigments NOI Dry 

CERCLA SUBSTANCE (49 CFR) : : Not regulated 

REPORTABLE QUANTITY (RQ) . , „ : None 

INTERNATIONAL 



UN/NA NUMBER 

IMDG/IACO CLASSIFICATION 
IATA CLASSIFICATION 



_ . : Not regulated 

: Not regulated 

: Not regulated 



15. REGULATORY INFORMATION 

OSHA Hazard Communication Standard Status 

This product is nor considered to be a hazardous substance under OSHA's Federal 
Hazard communication standard 29 CFR 1910.1200. 

Toxic Substances Control Act (TSCA) Status 

All of the ingredients of this material have been reported to the U-S- EPA 
and are included in the TSCA chemical inventory, 

CERCLA Reportable Quantity (RQ) 
NONE (Not regulated) 

SARA Title III 

Section 302 (EHS) ; NONE 

Section 311/312 (Acute) : NONE 

Section 313 >- none 

RCRA 

Not regulated as a hazardous waste under RCRA, 

EINECS_( European Economic Community) 

All components of this product are on the EINECS list. 
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15. REGULATORY INFORMATION (Continued) 
EINECS NO. : 213-879-2 

California's Proposition 65 Reerulated Substances 

This product does not contain any known levels of substances regulated 

under PROP 65. 

CONEG Status 

This product is certified to be in full compliance with CONSG Model Legislation 
for packaging and packaging ink components. 



16. OTHER INFORMATION 

For more information contact Product Safety at 



SUN CHEMICAL CORPORATION 
COLORS GROUP 

PRODUCT SAFETY DEPARTMENT 
(513) 681-5950 EXTENSION 323 

MR. JAMES M. WENKER 



TUe inrormatioo contained herein ia baaed on data considered accurate. However, no warranty is expressed or implied 
regarding the accuracy of these data or the results to be obtained from the use thereof. Sun Chemical Corporation 
assumes no responsibility for personal injury or property damage caused by the material. Users assume all risks 
associated with the use of the material. 
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